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This is a communication from the examiner in charge of your application. 
COMMiSSIONER OF PATENTS AND TRADEMARKS 



OFFICE ACTION SUMMARY 



□ Responsive to communication(s) filed on ' ■ 

□ This action is FINAL. 

□ Since this application Is in condition for allowance except for fomial matters, prosecution as to the merits Is closed in 
accordance with the practice under Ex parte Quayle, 1935 D.C. 11; 453 O.G. 213. 



A shortened statutory period for response to this action is set to expire. 



. month(s), or thirty days, 



whichever Is longer, from the mailing date of this communication. Failure to respond within the period for response will cause 
the application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 37 CFR 
1.136(a). 



DisposMfon of Claims 

E^laimts) 1^ 1 



Of the above, claim(s) _ 

□ Olaim(s) _ 
[F Claim(s). 

□ Claim(s) , 

□ Claims _ 



1 



is/are pending In the application. 

. is/are withdrawn from consideration. 

Is/are allowed. 

is/are rejected. 



. is/are objected to. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review. PTO-948. 



. are subject to restriction or election requirement. 



D The drawing(s) filed on 

□ The proposed drawing correction, filed on _ 



. Is/are objected to by the Examiner. 
_is □ approved □ disapproved. 



□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-{d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. {Series Code/Serial Number) 



□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)).. 
•Certified copies not received: - — : 



□ Acknowledgement Is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
Attachment(s) 
0 Notice of Reference Cited. PTO-892 

0 Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Ipterview Summary, PTO-413 

\2} Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 



- SEE OFFICE ACTION ON THE FOLLOWING PAGES - 



PTOL-328 (Rev.1<V95) 



* U S GPO: 1996-409-29a'40029 
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Art Unit; 3733 



DETAILED ACTION 



Drawings 



1. The drawings are objected to under 37 CFR 1.83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, the sponge must be shown or the 
feature(s) canceled from the claim(s). No new matter should be entered. 

2. Claims 1-9 are rejected under 35 U.S.C. 1 12, first paragraph, as containing subject matter 
which was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the appHcation was filed, had possession of the 
claimed invention. The specification recites that figure 1 shows the compartment (22). However, 
reference number 22 is not shown in figure 1 . 



3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless — 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 1 and 3 are rejected under 35 U.S.C. 102(b) as being anticipated by Gutnick. 
Gutnick discloses in figure 5 a condom comprising an elongated sheath 48, a burstable 

compartment 44 and a fluid (a medication). 



Claim Rejections - 35 USC § 102 
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Claim Rejections - 35 USC §103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 2 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Gutnick. 
Gutnick discloses in figure 5 a condom, substantially as claimed. However, Gutnick does 

not disclose the fluid being red. It would have been obvious to one having ordinary skill in the art 
at the time that the invention was made that the fluid as disclosed by Gutnick could be red or any 
other color because the color is not critical 

7. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Gutnick in view of 
Reddy. 

Gutnick discloses in figure 5 a condom, substantially as claimed. However, Gutnick does 
not disclose a sponge material contained in the burstable compartment, Reddy teaches in 
figures 1-4 a condom comprising a sponge 14. It would have been obvious to one having 
ordinary skill in the art at the time that the invention was made that the sponge as taught by 
Reddy could be incorporated into the condom as disclosed by Gutnick in order to use the sponge 
to provide a lubricant or a spermicide in the sponge. 
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Allowable Subject Matter 
8. Claims 4 and 6 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 



Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Robinson discloses a medical applicator. Shecterle discloses a condom. Although 
each of these references discloses structural limitations recited in the claims, neither was used to 
reject any claims, in the first office action. 

10. Claims 8-9 are allowed. 

1 1 . Any inquiry concerning this communication or earlier communications fi*om the examiner 
should be directed to Michael Brown whose telephone number is (703) 308-2682. 



M. Brown 



September 22, 1998 f/UJ,c^ ^ ^ 



MICHAEL A. BROWN 
PRIMARY EXAMINER 



